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This Appeal was commenced by a Notice of Appeal filed on October 
26 2005 This Appeal Brief is filed three months from the filing date of the Notice of 
Appeal on October 26, 2005. A one-month Petition for Extension of Time » 
concurrently submitted herewith. The Notice of Appeal appeals the final rejection of 

Claims 1-12. t ^ . 

The headings used hereinafter and the subject matter set forth under 

each heading is in accordance with 37 C.F.R.§41 .37(c). 
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i RFAL PARTY IN INTEREST 

Christian Wamprecht, Jan Mazanek, Peter Manshausen and Frank 
Sauer are the only inventors of the invention described and claimed in the above- 
identified appiication. These inventors have assigned all rights, title, and interest ,n 
the invention of the application to Bayer Aktiengesellchaft, a corporation of Germany 
as evidenced by assignment which was filed with the United States Patent and 
Trademark Office (USPTO) and recorded on June 3, 2002 at reel 012949, frame 
0005. 

II- RE' ATED APPFALS AND IN TERFERENCES 

There are no other appeals or interferences known to the Appellants, 
the Appellants' legal representative or Assignee, which will directly affect or be 
directly affected by or have a bearing on the Board's decision in this pending Appeal. 

Ill, STAT ES OF CLAIMS 

Claims 1-12 remain pending in the present application and are 
currently rejected. No Claims have been canceled. The claims on Appeal are 
pending claims 1-12. 

Particularly, Claims 1-12 stand rejected under 35 U.S.C. §103(a) as the 
Examiner considers them to be obvious over U.S. Patent No. 4,079,028 to Emmons 

Claims 1-12 stand provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting over Claims 1-12 of co-pending U.S. 
Application No. 1 0/092,21 2 to Wamprecht et ai. 

Claims 1-12 stand provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting over U.S. Patent No. 6,642,302 to 
Wamprecht et al. 
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|y STATUS OF A MENDMENTS 

The Amendment filed on August 8, 2005 in response to the Office 
Action dated March 7, 2005, was entered. The ciaims on Appeal are pending claims 
1-12 listed in the Amendment of August 8, 2005, and included in the Claims 
Appendix. 

» SUMMARY ™= ™ AIMED SUBJECT MATTER 

The claims of the present application are directed to polyurethanes and 
their use for thickening of aqueous systems. 

One group of claims on appeal Is directed to a water soluble or water 
disperslble polyurethane, as described in detail on page 2, lines 24 to page 3, line 2, 
and page 7, line 25 to page 8, line 26 and page 9, line 16 to page 11 line 6. 
Examples of described polyurethanes are provided on page 15, line 23 to page 17, 
line 6. 

Another group of claims is directed to a process for making a water 
soluble or water dispersible polyurethane, as described in detail on page 3, lines 3 - 
15 and page 3, line 17 to page 7, line 24 and page 8, line 27 to page 9, line 15. 
Examples of the process for creating described polyurethanes are provided in 
Examples 1 - 9 on page 1 1 , line 8 to page 1 4, line 29. 

Another group of claims is directed to a composition of matter that is a 
polyurethane thickener, as described in detail on page 9, line 23 to page 10, line 3 of 
the specification as originally filed. 

%n GROUND OF PF.IECTIONS TO BFVIEWED ON APPEAL 

I. Whether Claims 1 - 12 are unpatentable under 35 U.S.C. 
§103(a) over U.S. Patent No. U.S. Patent No. 4,079,028 to Emmons et al. 
(hereinafter "Emmons")? 

II. Whether Claims 1-12 should be held provisionally rejected 
under the judicially created doctrine of obviousness-type double patenting over 
Claims 1-12 of co-pending U.S. Application No. 10/092,212 to Wamprecht et al. 
(hereinafter 'Wamprecht '212")? 
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III Whether Claims 1-12 should be held provisionally rejected 
under the judicially created doctrine of obviousness-type double patenting over U.S. 
Patent No. 6,642,302 to Wamprecht et al. (hereinafter "Wamprecht '302")? 

VII ARGUMENTS 

The Arguments made in the Amendments dated August 8, 2005 in 
response to the Office Action dated March 7, 2005 are hereby incorporated by 
reference. Each ground of rejection presented for review is addressed hereinafter 

under the appropriate heading. 

To determine obviousness, a four part test, as set forth in Graham v. 
John Deere Co., is employed to examine the: (i) content and scope of the prior art; 
(ii) level of ordinary skill in the art; (Hi) differences between the prior art and the 
claimed invention; and (iv) objective evidence of non-obviousness. 1 To establish a 
prima facie case of obviousness, there must be some suggestion or motivation to 
combine the references, there must be some reasonable expectation of success 
based upon the teachings of the references and the prior art references, when 
combined, must teach or suggest all of the claim .imitations.* In order to rely on a 
reference under 35 U.S.C. § 103(a), the reference must be analogous pnor art. 

In order to rely on a reference as a basis for rejection of the cla.med 
invention, the reference must either be in the field of the inventor's endeavor or be 
reasonably pertinent to the particular problem with which the inventor was 
concerned * Generally, a reference may be considered reasonably pertinent rf, even 
though it is in a different field, it is one in which logically would have commended 

i ^m,.<h» n p ee mCa. 383 U.S. 1 , 17-1 8 (1 966); Iron Grip Barbell Co., Inc. v. USA 
Sports, Inc., 392 F.3d 1317, 1 320 (Fed. Cir. 2004). 

2 MPEP 2143. 

3 In re Oetiker, 977 F.2d 1443. 1447 (Fed. Cir. 1982). 

• Oetiker 977 F.2d at 1447; see also In re Clay, 966 F.2d 656, ess £ed. Cir 1 1 092). In In re 
Clay, the oSS^Slii the reference at issue could not be ™*^**fi^£S^ 

loZ" in a man We s Sage tank at ambient temperature and atmospheric pressure J* Based 
u^rV^e tSnqs ttTe Court found that the field of endeavor of the prior art reference was 
SSSUSSJTSSS&vSS^ whereas the inventor's field of endeavor was the Storage of ref.ned 
liquid hydrocarbons." Id 
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itself to an inventor's attention in considering the probiem * The similarities and 
differences in structure and function of the inventions carry great we.ght .n 
determining whether references are of analogous or non-analogous art. 
,. CLAIMS 1-12 ARE NOT OBVIOUS UNDER 35 U.S.C. §103(a) OVER 

EMMONS. djsc|os6S a polyurethane thickener which is the reaction 

product of diisocyante, polyether polyo. having 3 or more OH groups, monoalcoho, 
and monoamine. 

Claims 1 and 8 

Appellants contend that the Examiner is incorrect in his understanding 

of Emmons, and Emmons cleariy does not render the present ciaims obvious. In 

particular, Emmons fails to teach or suggest the combination of components of or the 

process for creating compound A) in the process recited in independent Claims 1 

and 8. The Examiner states that the reaction of diisocyanate with polyether polyols 

with 3 OH groups will inherently produce polyether polyols with 4 or more OH groups 

suggesting that the limitations of independent Claims 1 and 8 serve only to point out 

intermediates that are inherent to the process disclosed by Emmons. Appellants 

disagree with the Examiner. 

Emmons fails to teach or suggest the additional step in the products 
of polyurethanes of creating a polyether alcohol mixture of polyether polyols with an 
average functionality of * 3 and polyether polyols with an average functionality of * 4 
by a partial reaction of up to 50 mole % of polyether polyols with an average 
functionality of £ 3 with isocyanates with an average functionality of * 2 taught or 
suggested. In his discussion of component A of independent Claims 1 and 8, the 
Examiner states that statistically, two of these polyether polyols will be joined by a 
diisocyanate in the final polyurethane of the reference creating a tetrol polyurethane 
polyether moiety that would read on component a2 of independent Claim 1 and 8. 
Within this statement, the Examiner is asserting that placing polyisocyanates and 
polyether polyols in the same reaction is equivalent to preparing a mixture of 

s Clay, 966 F.2d at 659. 
B SeeMPEP2141.01(a). 
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polyether polyols by performing a partial reaction of up to 50 mole % of poiyether 
poiyols with an average functionary of * 3 with isocyanates with an average 
functionality of s 2, and any polyether polyol that is encompassed in Emmons that .s 
combined with polyisocyanate in a polymerization reaction is equivalent to 
component A) of independent Claims 1 and 8. Clearly, a polyether polyol of s.ngle 
functional i§ _np^g y jy^ to a mixture of polyether polyo. with average 
functionality of 1 3 and * 4 as recited in component A) of independent Claims 1 and 
8 While statistically there may be a number of polyether polyols that are jomed to 
form polyether polyols with functionality of a 4 in a reaction containing polyether 
polyol and polyisocyanates, the object of component A) is a mixture containing $ 50 
mole % polyether polyols with average functionality 2 4, the necessary consequence 
of reacting up to 50 mole % polyether polyols with average functionality of & 3 with 
polyisocyanates. Reactions such as those alluded to by the Examiner would 
produce only a fraction of polyether polyols with average functionality of a 4 
described in independent Claims 1 and 8. Therefore, the Examiners assertion that 
any mixture containing polyether polyols and isocyanates, including those mixtures 
containing other components, will produce the same, mixture of polyether polyols with 
an average functionality of £ 3 and polyether polyols with an average functionality of 
a 4 that is produced by the partial reaction, is clearly erroneous. 

Furthermore, Emmons provides no teaching or suggestion that would 
make it obvious to one of ordinary skill in the art to prepare a mixture of polyether 
polyols recited in component A) of independent Claims 1 and 8 to produce a 
polyurethane thickener with improved high shear viscosity. Emmons fails to teach or 
suggest the additional step in the producing of polyurethanes of preparing a 
polyether polyol mixture with an average functionality of a 3 and s 4 by a partial 
reaction of up to 50 mole % of polyether polyols with an average functionality of * 3 
with isocyanates with an average functionality of a 2, nor would it be obvious form 
the disclosure of Emmons to use such a mixture to increase the high shear viscosity 
of the polyurethane thickener. 

Moreover, the Examiner's suggestion that Emmons encompasses the 
instantly claimed component A) is incorrect Examples of polyurethane thickeners in 
latex paints described in independent Claims 1 and 8 and their viscosities 
determined at low shear are provided in Examples 1-9 of Table 1 of the specification. 
The viscosities at low shear for these Examples is between 21100-35000 mPa-s or 
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174 to 182 KU. Emmons provides examples of similar polyurethane thickeners .n 
,atex paint in table 16. The viscosity of these paints has been determined at low 
viscosity to be between 61 and 141 KU. The viscosity of latex paints including the 
poiyurethane thickeners of independent Claims 1 and 8 is clearly better at low 
viscosity than those of Emmons. Therefore, the polyurethane thickeners of 
independent Claims 1 and 8 display improved viscosity over Emmons and moreover 
established that Emmons does not encompass the polyurethanes of the present 
claimed invention and, therefore, cjnnoi render independent Claims 1 and 8 
obvious. 

Accordingly, Emmons fails to teach or suggest all of the limitations of 
independent Claims 1 and 8. Furthermore, the polyurethane thickeners described in 
independent Claims 1 and 8 provide improved properties over Emmons. Moreover, 
Emmons fails to teach the combination of steps recited in independent Claims 1 and 
8 and teaches away from using a combination of compounds such as those recited 
in independent Claims 1 and 8. Emmons therefore cannot be used as the basis of a 

rejection under 35 U.S.C. 1 03(a). 

Claims 2-7 and 11-22, and Claims 9 and 10 depend from and add 
further limitations to independent Claims 1 and 8, respectively, and are deemed to 
be allowable for at least the same reasons in connection with independent Claims 1 
and 8. 

A prima facie obviousness of a claimed invention, requires that all the 
claim limitations must be taught or suggested by the prior art. In re Royka, 490 F2d 
981, 180 USPQ 580 (CCPA 1970). The Examiner has failed to show in Emmons 
each and every step of the claims of the present invention. Furthermore, there must 
be some reasonable expectation of success based upon the teachings of the prior 
art references to establish a prima facie case of obviousness (MPEP 2143). The 
Examiner has failed to show that Emmons provides the motivation to produce a 
polyurethane as recited in the present claimed invention. The preponderance of 
evidence clearly establishes the allowability of Claims 1-12. Reversal of the 
Examiner's rejections and allowance of Claims 1-12 are requested. 
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CLAIMS 1-12 OF WAMPRECHT '212. 

Appaliants submi, thai bo.h «. Ptasan, appiioation and WanipraoM 
,, 2 ars paX —a ^ — ^ — 

^lass-lypa doubia palming Is namad batwaan wo aprons. MPHP 
*™^a ma , 1 ma ■pravUW doubla palanting ra,ac«on in ona app^n 
L L oniy ra,ao«on ramaining in lha application, tha axaminar shouid man withdraw 
LTJaln and pan.a ma appi^on to tssua as a patant, tharaby oonvan,n tha 

pnJL rajacUon in lha olha, app«ca,ion in a doubta pM. .«!«*« - 
L «ha ona applioation iaaues as a patent." Tharetora. it ia no. ewtan, wh oh o, tha 

pTnding applilons *»l bacoma ai.owabte tirst, and any ao*on by Appatlan* w,.h 

this regard is premature. 

,„ CLAIMS 1-12 SHOULD NOT BE HELD PROVISIONALLY REJECTED 
UNDER THE DOCTRINE OF OBVIOUSNESS-TYPE DOUBLE PATENTING OVER 
CLAIMS 1-12 OF WAMPRECHT '302. 

Appellants traverse this rejection on the grounds that Wamprecht '302 
teaches a reaction for the production of potyurethanes that is not the same as the 
present claimed invention. Wamprecht '302 is directed to water so.ubie or water 
dispersibie polyurethanes that contain polyether polyols, diisocyanate, monoaicohol, 
oximes and, optionally, monoisocyanates. Wamprecht does not teach the 
composition ot the current claimed invention in which a polyether polyol, 
diisocyanate. monoisocyanate and, optionally, monoaicohol are combined. 
Therefore, the rejection based on the judicially created doctrine of obvious-type 
double patenting should be withdrawn. 
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Please charge the fee for filing this Appeal Brief to the Credit Card as 
per attached Form PTO-2038. The Commissioner for Patents is hereby authorized 
to charge any additional fees which may be required to Deposit Account No. 50- 
2527. Please refund any overpayment to Deposit Account No. 50-2527. 

Respectfully submitted, 



By^l 



(Jennifer 
/Attorney for 
Reg. No. 4! 




LANXESS Corporation 
Law & Intellectual Property Department! 
1 1 1 RIDC Park West Drive 
Pittsburgh, Pennsylvania 15205-9741 
(412) 809-2233 

FACSIMILE PHONE NUMBER: 

{412)809-1054 

Date: January 26, 2006 

\sr\S:\Law Shared\SHAREDNJRS\PATENTS\6804\Appeal Brief 1-26-06.doc 



Mo-6804 - 9 - 

PAGE 14/18 » RCVD AT 1126/2006 5:03:56 PM [Eastern Standard Time] ' SVR:USPTO£F XRF-6/38 * DNISOTOO ' CSID:4128091054 ' DURATION (mm-ss):03-58 



01/26/2086 16:56 4128091054 



LANXESS 



PAGE 15/18 



viii r.i AIMS APPENDIX 

Claim 1 : A water-soluble or water-dispersible polyurethane comprising a 

reaction product of 

A) a mixture of at least one polyether polyol a1 ) having an average 
functionality of > 3 and at least one urethane group-containing 
polyether polyol a2) having an average functionality of s 4, 

B) at least one Cb-C 28 monoisocyanate, 

C) at least one (cyclo)aliphatic and/or aromatic diisocyanate, 

D) optionally at least one C e -C22 monoalcohol, and 

E) optionally at least one polyisocyanate having an average functionality 

of >2 

wherein component C) comprises isophorone diisocyanate and the starting 
NCO/OH equivalent ratio is between 0.5:1 to 1.2:1 and the polyurethane has a 
softening point of from 10°C to 80°C and 

wherein the polyether alcohol mixture A) containing polyether a1) and the 
urethane group-containing polyether a2) is carried out by the partial reaction of the 
polyethers a1) with at least one organic isocyanate having a functionality of 2 2 and 
up to 50 mole % of the polyethers a1) are reacted with isocyanates. 

Claim 2: The polyurethane of Claim 1 , wherein the polyether polyol a 1) has 
an average functionality of 3. 

Claim 3: The polyurethane of Claim 1, wherein the polyether polyol a1) has an 
average functionality of 4 to 6. 

Claim 4: The polyurethane of Claim 1 , wherein component B) comprises a 
C10-C1B monoisocyanate. 

Claim 5: The polyurethane of Claim 1 , wherein component B) comprises a 
C12-C18 monoisocyanate. 

Claim 6: The polyurethane of Claim 1 , wherein component C) comprises a 
(cyclo)aliphatic diisocyanate. 
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Claim 7: The polyurethane of Claim 1 , wherein component D) comprises a 
C10-C18 monoalcohol. 

Oa,m 8: A process tor me product o. a water.so.uble or wator-depersible 

nolvurethane comprising reacting 

A) a mixture of at least one poiyether polyol at) having an average 
functionality of * 3 and at least one urethane group-conta.nmg 
poiyether polyol a2) having an average functionality of 4, 

B) at least one C 8 -C z2 monolsocyanate, 

C) at least one (cyclo)aliphatic and/or aromatic diisocyanate, 

D) optionally at least one C8-C22 monoalcohol, and 

6) optionally at least one polyisocyanate having a mean functional^ of > 2 
wherein component C) comprises isophorone diisocvanate and the starting NCO/OH 
equivalent ratio is between 0.5:1 to 1 .2:1 and the polyurethane has a soften.ng pent of 
from 10°Cto 80*C. 

Claim 9: The process of Claim 8, wherein the urethane group-containing 
poiyether poiyo, a2) is produced by a partial reaction of the poiyether polyol at) with 
a diisocyanate. 

Claim 1 0- The process of Claim 8, wherein the urethane group-containing 
poiyether polyol a2) is produced by a partial reaction of the poiyether polyol a 1) with 
polylsocyanates having an average functionality of 2. 

Claim 11: A composition of matter comprising the polyurethane of Claim 1 . 

Claim 12: The composition of Claim 1 1 , wherein the composition is a 
thickened aqueous paint system, an adhesive or another aqueous formulation. 
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jV EVIDENCE APPENDIX 

None. 
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y RELATED pp ™»=PniNBS APPENDIX 

None. 
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